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DETAILED ACTION 

This first non-final action is in response to the original filing of 03/01/2004. Claims 1-16 
are pending and have been considered as follows. 

Examiner's Note 

1 . The Applicant appears to be attempting to invoke 35 U.S.C. 1 12 6 th paragraph in Claim 
13 by using "means-plus-function" language. However, the Examiner notes that the only 
"means" for performing these cited functions in the specification appears to be computer 
program modules. While the claims pass the first test of the three-prong test used to determine 
invocation of paragraph 6, since no other 'specific structural limitations are disclosed in the 
specification, the claims do not meet the other tests of the three-prong test. Therefore, 35 U.S.C. 
1 12 6 th paragraph has not been invoked when considering these claims below. 

Specification 

2. The abstract of the disclosure is objected to because the acronyms "DVR," "NVOD," and 
"VOD" are not defined in the abstract. The examiner notes that although the acronyms are 
defined in the main body of the specification, it is necessary to include the definition in the 
abstract for clarification. This is particularly important as the abstract is the first encounter of the 
terms prior to the specification. Correction is required. See MPEP § 608.01(b). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. > 

4. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Szvmanski 
(US-6 148081 -A) in view of Liaoet al ("The Split and Merge Protocol for Interactive Video-on- 
Demand") and in further view of Spies (US-6055314-A). 

Claim 1: 

Szvmanski discloses a method of providing a video program in response to a demand by a 
subscriber comprising, 

- "delivering a first unencrypted portion of at least one video program available for 
viewing on demand," (i.e. "The interactive television signal includes an interactive 
portion consisting of application code or control information, as well as an audio-video 
portion consisting of a television program") [Szvmanski column 1 lines 32-35] 

- "storing the first unencrypted portion of the at least one video program as unencrypted 
data on a Digital Video Recorder (DVR)," (i.e. "The set-top box receives the signal 
transmitted by the broadcast service provider, separates the interactive portion from the 
audio-video portion and decompresses the respective portions of the signal") [ Szvmanski 
column 1 lines 43-47], 
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- "offering the video program for purchase by the subscriber," (i.e. "the carousel 

may comprise an electronic commerce application which allows interactive television 
users to make purchases via credit card transactions") [Szymanski column 9 lines 10-13], 

- "accepting a subscriber demand to purchase the complete video program," (i.e. 
"The credential can be created by secure means so that it can be determined at run 
time whether the credential was in fact created by the producer of the credit card 
application (which may be referred to as the "grantor carousel")") [ Szymanski column 9 
lines 26-30], 

. but Szymanski does not disclose, 

- "retrieving the stored first unencrypted portion of the at least one video program 
after accepting a subscriber demand to purchase the complete video program" 

- "authorizing capture and decryption of a remaining portion of purchased video 
program" 

- "switching from the stored first unencrypted portion of the at least one video 
program to the remaining portion of the purchased video program" 

However, Liao et al does disclose a method of providing a video program in response to a 
demand by a subscriber as in Szymanski above further comprising, 

- "retrieving the stored first unencrypted portion of the at least one video program 

after accepting a subscriber demand to purchase the complete video program" (i.e. "With 
VoD services, customers may select programs from massive, remote video archives, view 
them when they wish, and interact with the programs using VCR-like functions, such as 
fast forward and rewind" I Xiao et al page 51]. 
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- "switching from the stored first unencrypted portion of the at least one video 

program to the remaining portion of the purchased video program" (i.e. "When a user in a 
batch initiates a user interaction, the protocol splits off the interactive user from the 
original batch and temporarily assigns that user to a new video stream") [ Liao et al page 

52]. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time of the 
applicant's invention to include "retrieving the stored first unencrypted portion of the at least one 
video program after accepting a subscriber demand to purchase the complete video program" and 
"switching from the stored first unencrypted portion of the at least one video program to the 
remaining portion of the purchased video program" in the invention as disclosed by Szymanski 
for the purposes of being able to play the program content as requested by a subscriber. 
Liao et al does not disclose, 

- "authorizing capture and decryption of a remaining portion of purchased video 
program" 

However, Spies does disclose a method of providing a video program in response to a demand 
by a subscriber as in Szymanski and Liao et al above further comprising, 

- "authorizing capture and decryption of a remaining portion of purchased video 
program" (i.e. "The video content provider 22 maintains a video program storage 30 
which keeps the video content programs and a program keys database 32 which stores 
cryptographic program keys that correspond to associated video content programs. There 
is one program key for each video content program") [Spies column 5 lines 14-19]. 



r . ■ . 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to include the features of Szvmanski , "delivering a first unencrypted 
portion of at least one video program available for viewing on demand," "storing the first 
unencrypted portion of the at least one video program as unencrypted data on a Digital Video 
Recorder (DVR)," "offering the video program for purchase by the subscriber," and "accepting a 
subscriber demand to purchase the complete video program" with the features of Liao et aL 
"retrieving the stored first unencrypted portion of the at least one video program after accepting a 
subscriber demand to purchase the complete video program" and "switching from the stored first 
unencrypted portion of the at least one video program to the remaining portion of the purchased 
video program" with the features of Spies "authorizing capture and decryption of a remaining 
portion of purchased video program" fbr the purposes of securely accessing the program coiitent 
that the subscriber requested and purchased. 
Claim 2: 

Szymanski, Spies, and Liao et al disclose a method of providing a video program in response to a 

demand by a subscriber as in Claim 1 above further comprising, 

- "delivering a portion of at least one video program on a hidden channel" (i.e. "In 
addition to the broadcast channel between the broadcast station and receiving station, 
there may be other channels, such as a modem channel (which may also be referred to as 
an http, or hypertext transfer protocol, channel") [Szvmanski column 5 lines 43-47]. 



\ 
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Claim 3: 

Szvmanski , Spies, and Liao et al disclose a method of providing a video program in response to a 
demand by a subscriber as in Claim 1 above further comprising, 

- "the remaining portion containing less than all of the program and including at least the 
portion not stored in the first portion" (i.e. "Batching2 can reduce the per-user video 
delivery cost. (Batching here does not necessarily mean waiting a certain amount of time 
before serving user requests — it simply means resource sharing.)") [ Liao et al page 51]. 
Therefore, it would have been obvious to one having ordinary skill in the art at the time of the 
applicant's invention to include "the remaining portion containing less than all of the program 
and including at least the portion not stored in the first portion" in the invention as disclosed 
above by Szvmanski , Spies, and Liao et al since it would have been obvious for the remaining 
portion of any split portion to be less than the whole of two split portions together and not be a 
part of the first portion since the remaining portion is not the first portion. 
Claim 4: 

Szvmanski, Spies, and Liao et al disclose a method of providing a video program in response to a 

demand by a subscriber as in Claim 1 above further comprising, 

"switching to the remaining portion at one of a plurality of predetermined transition 
points" (i.e. "Split and Merge (SAM) refers to the split and merge operations incurred 
when each user performs user interactions.") [ Liao et al page 51]. 
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Therefore, it would have been obvious to one having ordinary skill in the art at the time of the 
applicant's invention to include "switching to the remaining portion at one of a plurality of 
predetermined transition points" in the invention as disclosed above by Szvmanski, Spies , and 
Liao et al for the purposes of providing non-interrupted program interaction. 
Claim 5: 

Szvmanski discloses a method for purchasing a program on demand comprising, 

- "sending a first unencrypted portion of the program for purchase to a subscriber's digital 
video recorder," (i.e. "The interactive television signal includes an interactive portion 
consisting of application code or control information, as well as an audio-video portion 
consisting of a television program") [Szvmanski column 1 lines 32-35] 

- "storing the first unencrypted portion of the at least one program for purchase on the 
subscriber's digital video recorder," (i.e. "The set-top box receives the signal transmitted 
by the broadcast service provider, separates the interactive portion from the audio-video 
portion and decompresses the respective portions of the signal") [ Szvmanski column 1 
lines 43-47], 

- "offering at least one program for purchase," (i.e. "the carousel may comprise an 
electronic commerce application which allows interactive television users to make 
purchases via credit card transactions") [Szvmanski column 9 lines 10-13], 

- "selecting the at least one program for purchase," (i.e. "The credential can be created by 
secure means so that it can be determined at run time whether the credential was in fact 
created by the producer of the credit card application (which may be referred to as the 
"grantor carousel")") [Szvmanski column 9 lines 26-30], 
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- "splicing the first unencrypted portion of the selected program with the remaining portion 
of the selected video to form a complete program" (i.e. "Set-top box 22 processes the 
packetized signal to reconstruct the television programs and interactive applications 
embodied in the signal. The reconstructed applications are executed in the set-top box, 
while the reconstructed television programs are passed to the television, where they are 
displayed") [ Szymanski column 5 lines 35-40], 

- "storing the complete program on the digital video recorder for a predetermined period of 
time" (i.e. "The set-top box then reconstructs the modules from the corresponding 
packets and reconstructs the television programs from the packets containing the 
associated audio and video data. As explained above, the modules are stored in RAM 37, 
where they are available for use b^ applications executing irf the control unit 35") 
[ Szymanski column 8 lines 35-40]. 

but Szymanski does not disclose, 

- "retrieving the stored first unencrypted portion of the selected at least one program for 
purchase for viewing by the subscriber" 

- "sending at least the remaining portion of the selected at least one program to the digital 
video recorder" 

- "authorizing storage and viewing by the subscriber of the selected at least one program" 
However, Liao et al does disclose discloses a method for purchasing a program on demand as in 
Szymanski above further comprising, 

- "retrieving the stored first unencrypted portion of the selected at least one program for 
purchase for viewing by the subscriber" (i.e. "With VoD services, customers may select 
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programs from massive, remote video archives, view them when they wish, and interact 
with the programs using VCR-like functions, such as fast forward and rewind" [ Liao et al 
page 51]. 

- "sending at least the remaining portion of the selected at least one program to the digital 
video recorder" (i.e. "When a user in a batch initiates a user interaction, the protocol 
splits off the interactive user from the original batch and temporarily assigns that user to a 
new video stream") [ Liao et al page 52]. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time of the 
applicant's invention to include "retrieving the stored first unencrypted portion of the selected at 
least one program for purchase for viewing by the subscriber" and "sending at least the 
remaining portion of the selected' at least one program to thfe digital video recorder" itf the 
invention as disclosed by Szymanski for the purposes of providing the program content 
requested by a subscriber. 
Liao et al does not disclose, 

- "authorizing storage and viewing by the subscriber of the selected at least one program" 
However, Spies does disclose a method for purchasing a program on demand as in Szymanski 
and Liao et al above further comprising, 

- "authorizing storage and viewing by the subscriber of the selected at least one program" 
(i.e. "For example, the purchaser 26 might insert the IC card 50 into the purchasers own 
computing unit (not shown in this figure) resident at his own home which is 
interconnected to the video merchant computing unit 44 via a distribution network") 
[Spies column 6 lines 35-39]. 



Application/Control Number: 1 0/790,466 Page 1 1 

Art Unit: 2109 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to include the features of Szymansld, "sending a first unencrypted portion 
of the program for purchase to a subscriber's digital video recorder," "storing the first 
unencrypted portion of the at least one program for purchase on the subscriber's digital video 
recorder," "offering at least one program for purchase," "selecting the at least one program for 
purchase," "splicing the first unencrypted portion of the selected program with the remaining 
portion of the selected video to form a complete program," and "storing the complete program on 
the digital video recorder for a predetermined period of time" with the features of Liaoetal, 
"retrieving the stored first unencrypted portion of the selected at least one program for purchase 
for viewing by the subscriber" and "sending at least the remaining portion of the selected at least 
one program to the digital video recorder" with the^ feature of Spies "authorizing storage and 
viewing by the subscriber of the selected at least one program" for the purposes of providing 
access to the program content and security to permit access to the content that they requested and 
purchased legitimately. 
Claim 6: 

Szymansku Spies, and Liao et al disclose a method of providing a video program in response to a 

demand by a subscriber as in Claim 5 above further comprising, 

- "sending the first unencrypted portion of a program for purchase over a channel that is 
hidden to the subscriber but recognized by the digital video recorder" (i.e. "In addition to 
the broadcast channel between the broadcast station and receiving station, there may be 
other channels, such as a modem channel (which may also be referred to as an http, or 
hypertext transfer protocol, channel") [Szymanski column 5 lines 43-47]. 
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Claim 7: 

Szymansku Spies , and Liao et al disclose a method of providing a video program in response to a 
demand by a subscriber as in Claim 6 above further comprising, 

- "sending information about the program in addition to the first unencrypted-portion" (i.e. 
"Upon selection, the STB 230 sends a request for information on the selected programs. 
The headend server 208 retrieves the information from program information database 216 
and transmits the information over the network 206 to the requesting STB 230") [ Spies 
column 15 lines 32-36]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to include "sending information about the program in addition to the first 
unencrypted-portion" in the invention as dfsclosed above by SzvmanSki , Spies, and Liao et al foY 
the purposes of providing program content information prior to a request and purchase of the 
entire content. 
Claim 8: 

Szymanski , Spies, and Liao et al disclose a method of providing a video program in response to a 
demand by a subscriber as in Claim 7 above further comprising, 

- "promotional video, additional description about the program and program reviews" (i.e. 
"The program information might include title, cast, director, rating, brief description, 
whether it is available in closed caption or another language, price, and so on. The 
subscriber can review the information, request additional information on the programs or 
information on different programs, order a program, or exit the VOD application") [Spies 
column 15 lines 37-42]. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to include "promotional video, additional description about the program 
and program reviews" in the invention as disclosed above by Szymanskl Spies, and Liao et al 
for the purposes of providing detailed program content information prior to a request and 
purchase of the entire content. 
Claim 9: 

Szymanskl Spies, and Liao et al disclose a method of providing a video program in response to a 
demand by a subscriber as in Claim 8 above further comprising, 

- "offering a free preview of a program from the stored first unencrypted portion of the at 
least one program" (i.e. "The program information might include title, cast, director, 
fating, brief description, whether it is available in cloSed caption or another language, 
price, and so on. The subscriber can review the information, request additional 
information on the programs or information on different programs, order a program, or 
exit the VOD application") [Spies column 15 lines 37-42]. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to include "offering a free preview of a program from the stored first 
unencrypted portion of the at least one program" in the invention as disclosed above by 
Szymanski, Spies, and Liao et al for the purposes of providing detailed program content 
information prior to a request and purchase of the entire content. 
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Claim 10: 

Szymanski , Spies, and Liao et al disclose a method of providing a video program in response to a 
demand by a subscriber as in Claim 6 above further comprising, 

- "delivering the inserted triggers with the program" (i.e. "Split and Merge (SAM)") [ Liao 
et al page 52]. 

- "identifying the inserted triggers at the digital video recorder for switching from the 
stored first unencrypted portion of the program to the remaining portion of the program" 
(i.e. "Split and Merge (SAM)") f Liao et al page 52]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to include "delivering the inserted triggers with the program," and 
"identifying the inserted triggers at the digital video recorder for switching frorfi the stored first 
unencrypted portion of the program to the remaining portion of the program" in the invention as 
disclosed above by Szymanski, Spies, and Liao et al since it is inherent that the set-top box 
would require the delivery and identification of some form of instructions or "triggers" to 
perform specific functions (i.e. "Split and Merge") [ Liao et al page 52]. 
Claim 11: 

Szvmanski , Spies , and Liao et al disclose a method of providing a video program in response to a 
demand by a subscriber as in Claim 10 above further comprising, 

- "the triggers are delivered with the video" (i.e. "Split and Merge (SAM)") [ Liao et al 
page 52]. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to include "the triggers are delivered with the video" in the invention as 
disclosed above by Szymanski , Spies , and Liao et al since it is inherent that the set-top box 
would require the delivery of some form of instructions or "triggers" to perform specific 
functions (i.e. "Split and Merge") [ Liao et al page 52]. 
Claim 12: 

Szymanski , Spies , and Liao et al disclose a method of providing a video program in response to a 
demand by a subscriber as in Claim 10 above further comprising, 

- "triggers are included with a service's metadata" (i.e. "Split and Merge (SAM)") [ Liao et 
al page 52]. 

Therefore, it would have been obvious to one" of ordinary skill in the arf at the time of the 
applicant's invention to include "triggers are included with a service's metadata" in the invention 
as disclosed above by SzvmanskL Spies, and Liao et al since it is inherent that the set-top box 
would require there to be some form of instructions or 'triggers" included in the service's 
metadata in order to perform specific functions (i.e. "Split and Merge") [ Liao et al page 52]. 
5. Claims 13 & 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Szvmanski (US-6 148081 -A) in view of Liao et al ("The Split and Merge Protocol for Interactive 
Video-on-Demand") in further view of Ma et al ("Multicast Video on Demand Services"). 
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Claim 13: 

Szvmanski discloses an apparatus for providing a program in response to a subscriber 
demand comprising, 

- "a digital video recorder being an integrated receiver/decoder, having digital video 
recording capabilities" (i.e. "modularity may include conserving the limited amount of 
memory in a set-top box which can be used for interactive applications, reducing the time 
required to download applications from a broadcast station to a set-top box or reducing 
the amount of application code which must be written by allowing modules to be 
shared") [ Szvmanski column 2 lines 11-17]. 

- "a first unencrypted portion of at least one program stored on the digital video recorder" 
(i.e. "The set-top box receivers the signal transmitted by*the broadcast service provider, 
separates the interactive portion from the audio-video portion and decompresses the 
respective portions of the signal") [ Szvmanski column 1 lines 43-47]. 

- "an offer to purchase at least one program" (i.e. "the carousel may comprise an electronic 
commerce application which allows interactive television users to make purchases via 
credit card transactions") [Szvmanski column 9 lines 10-13]. 

- "means for accepting the offer to purchase the at least one program" (i.e. "The credential 
can be created by secure means so that it can be determined at run time whether the 
credential was in fact created by the producer of the credit card application (which may 
be referred to as the "grantor carousel")") [Szvmanski column 9 lines 26-30]. 

- "means for splicing the first unencrypted portion of the at least one program with the 
remaining portion of the program to define a complete program" (i.e. "Set-top box 22 
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processes the packetized signal to reconstruct the television programs and interactive 
applications embodied in the signal. The reconstructed applications are executed in the 
set-top box, while the reconstructed television programs are passed to the television, 
where they are displayed. The interactive applications may generate graphics or audio 
which are combined with the television program prior to being displayed") [Szvmanski 
column 5 lines 35-42]. 
but Szvmanski does not disclose, 

- "means for retrieving the first unencrypted portion from storage while retrieving the 
remaining portion of the program on the digital video recorder" 

- "the complete program stored on the digital video recorder" 

However, Liao et al does disclose an apparatus for providing a program in response to a 
subscriber demand as in Szvmanski above further comprising, 

- "means for retrieving the first unencrypted portion from storage while retrieving the 
remaining portion of the program on the digital video recorder" (i.e. "With VoD services, 
customers may select programs from massive, remote video archives, view them when 
they wish, and interact with the programs using VCR-like functions, such as fast forward 
and rewind") [ Liao et al page 51]. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time of the 
applicant's invention to include "means for retrieving the first unencrypted portion from storage 
while retrieving the remaining portion of the program on the digital video recorder" in the 
invention as disclosed by Szvmanski for the purposes of obtaining the requested program 
content. 
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Liao et al does not disclose, 

- "the complete program stored on the digital video recorder". 

However, Ma et al does disclose an apparatus for providing a program in response to a 
subscriber demand as in Szvmanski and Liao et al above further comprising, 

- "the complete program stored on the digital video recorder" (i.e. "The client's STB, from 
software perspectives, generally contains a main control thread, video stream receiver 
threads and a video player thread") [ Ma et al page 37 column 2 lines 5-7]. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time of the 
applicant's invention to include "the complete program stored on the digital video recorder" in 
the invention as disclosed above by Szvmanski and Liao et al for the purposes of having a 
storage location to retrieve the program content from. 
Claim 16: 

Szvmanski, Liao et ah and Ma et al disclose an apparatus for providing a program in response to 
a subscriber demand as in Claim 13 above further comprising, 

- "triggers inserted into the remaining portion at predetermined transition points for 
identification by the digital video recorder as a point of transition between the first 
unencrypted portion and the remaining portion" (i.e. "Split and Merge (SAM)") [ Liao et 
alpage2]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention would have found it to be obvious to include "triggers inserted into the 
remaining portion at predetermined transition points for identification by the digital video 
recorder as a point of transition between the first unencrypted portion and the remaining portion" 
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in the invention as disclosed above by Szymanski and Ma et al since it is inherent that the set-top 
box would require there to be some form of instructions or "triggers" included in the service's 
metadata in order to perform specific functions (i.e. "Split and Merge") [Liaoetal page 52]. 
6. Claims 14 & 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Szymanski (US-6 148081 -A) in view of Liaoetal ("The Split and Merge Protocol for Interactive 
Video-on-Demand") in further view of Ma et al ("Multicast Video on Demand Services") and in 
further view of Spies (US-6055314-A). 
Claim 14: 

Szymanski , Liao et al and Ma et al disclose an apparatus for providing a program in response to 
a subscriber demand as in Claim 13 above but does not disclose, 

- "a program guide stored on the at least one digital video recorder" 
However, Spies does disclose "a program guide stored on the at least one digital video recorder" 
(i.e. "Each STB 230 is configured to fun a video-on-demand (VOD) application (step 304). As 
noted above, VOD is like having a virtual video store in the subscriber's home. The VOD 
application presents a user interface which permits the subscriber to browse a wide selection of 
programs (movies, video games, TV shows, educational features, etc.) and rent the program they 
want to see immediately from their own TV sets") [Spies column 15 lines 16-23]. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to include "a program guide stored on the at least one digital video 
recorder" in the invention as disclosed above by Szymanski, Liao et ah and Ma et al for the 
purposes of alleviating the need to store and access everything remotely, as well as, provide 
quicker menu access for the subscriber. 
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Claim 15: 

Szymanski, Spies, Liao et al and Ma et al disclose an apparatus for providing a program in 
response to a subscriber demand as in Claim 14 above further comprising, 

- "a channel hidden from the program guide but known by the digital video recorder for 
sending the first unencrypted portion to the digital video recorder for storage thereon" 
(i.e. "In addition to the broadcast channel between the broadcast station and receiving 
station, there may be other channels, such as a modem channel (which may also be 
referred to as an http, or hypertext transfer protocol, channel") [ Szvmanski column 5 
lines 43-47]. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to the applicant's 
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